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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-2, 4-6, 8, 11-12, 14, 16-17, 19 and 27-32 rejected under 35 U.S.C. 
103(a) as being unpatentable over Gundlapalli et al. (US Patent 6,355,045). Gundlapalli 
et al. disclose an apparatus for preparing the tibia for knee surgery (see Fig. 18) 
comprising a tibial base (12) having a center axis (between 50 and extending towards 
cutout 44), a handle (32) having a longitudinal axis (extending approx along 30), and 
wherein the handle couples to the tibial base or template at only one location. The 
handle and the tibial base are connected via a link (the area between the tab 56, and 
the edge of 16) as shown in Fig. 22 and the axes of the base and the handle are co- 
axial. The handle and base are considered to connect at a periphery location and the 
base is considered operable to engage and contact a surface of the tibia. The recitation 
that an element is "operable" to perform a given function is not a positive limitation but 
only requires the ability to so perform. It does not constitute a limitation in any 
patentable sense. Also, the link, handle, and base are considered integral with one 
another, and are also considered unitary. 

It is noted Gundlapalli et al. disclose the claimed invention except for the handle 
connecting to the periphery of the tibial base at a location offset which, by default. 
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defines a clearance area for avoiding tissue impingement when using the device and 
further mal<es the device reversible for either a right or left knee sugery. It would have 
been an obvious matter of design choice to one skilled in the art at the time the 
invention was made to construct the tibial preparation apparatus having an offset link 
between the handle and base, since applicant has not disclosed that such solve any 
stated problem or is anything more than one of numerous shapes or configurations a 
person ordinary skill in the art would find obvious for the purpose of providing a better 
clearance for the surgeon during surgery or to prevent tissue impingement. In re Dailey 
and Eilers, 149 USPQ 47 (1966). 

In addition to the offset handle being an obvious design choice, it is noted that 
having an offset connection between a head and handle is well-known in the art. As 
noted previously, Klein (US Patent 1 ,01 1 ,628) discloses a device that has an offset 
connection but a co-axially aligned handle and head portion. The advantage of this 
design is that the section A2 allows the measurement device to better fit in the area that 
it was designed to be used in. In another mechanical example, Stavinski et al. (US 
Patent 5,906,144) shows a tool with an offset connection or link between a co-axial 
handle (12) and head portion (18). In this device, the shape is optimized to retain most 
of its normal functionality (as in a tibial preparation apparatus) but allow it to be 
advantageous in certain situations when required. Thus, modification of shape between 
a handle and head portion is well known in the art. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gundlapalli et al. (US Patent 6,355,045). Gundlapalli et al. disclose the claimed 
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invention except for tlie linl<ecl portion being set from tlie central axis at angles. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to construct the offset portion at an angle between 15 and 45 degrees to the axis 
of the base, since it has been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum workable ranges involves only routine 
skill in the art, and as in this case, to provide adequate space between the head and the 
handle. In re Alter, 105 USPQ 233. 

Response to Arguments 
Applicant's arguments with respect to claims 1 -2, 4-6, 8, 11-12, 1 4-1 7, 1 9 and 
27-32 have been considered but are moot in view of the new ground(s) of rejection. 
Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, liowever, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES L. SWIGER III whose telephone number is 
(571 )272-5557. The examiner can normally be reached on Monday through Friday, 
9:00am to 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/JAMES L SWIGER/ 
Examiner, Art Unit 3775 

/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 
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